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Examiner's Detailed Office Action 

1. This Office Action is responsive to application 10/532,818, filed April 26, 2005. 

2. Claims 1-17 have been examined. 

Objections to the Claims 

3. Claim 1 is objected to because of the following informalities: "nonclearly" should be ~non- 
clearly--. Appropriate correction is required. 

Claim Rejections - 35 USC § 1 12, 2 nd 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

5. Claims 1-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 1 critically relies on the notion of "a compensation condition". The closest 
to a definition of "compensation condition" we get is (p. 4, col. 1, para. 43) of the Application. 
Examiner finds this definition (or formalization) to be circular in that 'compensation' is used to 
define itself in the term "fuzzy compensation". Therefore the key definition in the invention is 
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indefinite as it fails to particularly point out and distinctly claim "compensation condition" and 
"fuzzy compensation". 

In addition, claim 1 recites: 

1. A method of decision making by an expert system in the absence of clearly identifiable 
rules, according to which this system one establishes decision making rules comprising at 
least two variables for each of which at least one limit is not strict, comprising the steps 
of: asking questions with a view to allowing the system to introduce a compensation 
condition into the nonclearly identifiable rules; determining one expert with the system, 
for each parameter of a compensatory condition, at least one particular point belonging to 
a compensation boundary and connected with the parameter; and deducing the system 
therefrom the value of the parameters, that it one applies the set of rules and that it that 
one deduces the decision therefrom. 



Here the syntax of "this system one establishes decision making rules" raises the question, for 
the Examiner, of whether: "this system ... establishes decision making rules" or "one 
establishes decision making rules". Examiner presumes "one" to be the user of the system. 
Examiner assumes that "this system one establishes decision making rules" means 'with this 
system, one establishes decision making rules 5 . 

The claim further recites: "asking questions with a view to allowing the system to introduce a 
compensation condition into the nonclearly identifiable rules". The question here is: who is 
asking the questions, a user of the system or the system itself? 

The claim further recites: "determining one expert with the system, for each parameter of a 
compensatory condition, at least one particular point belonging to a compensation boundary and 
connected with the parameter". Examiner cannot understand the syntax of this clause at all. Is 
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there "one expert" for "each parameter of a compensatory condition"? What does that mean: 
one human expert for each parameter or one expert system for each parameter? 

The claim further recites: "and deducing the system therefrom the value of the parameters, that 
it one applies the set of rules and that it that one deduces the decision therefrom." Examiner 
questions what is being deduced: an expert system for deducing a decision from the value of the 
parameters, an expert human for deducing a decision from the value of the parameters, the value 
of the parameters from an expert system? Further, what does "that it one applies the set of rules" 
mean? Who or what applies the rules: the expert system, a user of the expert system, an expert 
on one of the parameters? 

Examiner believes that there is a problem in translation and therefore makes the following 
interpretation of independent claim 1 (from p. 2, col. 1, para. 13) of the Application: 

1 . A method of decision making by an expert system in the absence of clearly identifiable 
rules, according to which the system, comprising the steps of: 

establishing decision making rules comprising at least two variables for each of which at 
least one limit is not strict (i.e., where conditions on the variable value thresholds may be 
violated); 

asking questions to allowing the system to introduce a compensation condition into the 
non-clearly identifiable rules; 

determining for each parameter of a compensatory condition, at least one particular point 
belonging to a compensation boundary connected with the parameter; 

deducing the value of the parameters for the set of rules used to deduce the decision; and 

deducing a decision from the set of rules. 
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Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

7. Claims 1-17 rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter: mathematical algorithm and/or software. Claims 1-17 are method or 
process claims. No result recited in claims 1-17 changes the state of any real world event or 
object. Further, no claim recites a specific, substantial, and credible utility. Also, no claim 
recites more than the §101 judicial exception of abstract idea, i.e., decision rules, compensation 
condition, compensation boundary, fuzzy premise conditions, degrees of possibility, etc. In 
addition, given the §112, 1 st and §112, 2 nd problems cited above, it is difficult to see how any 
results would be substantially repeatable at the compensation boundaries in real world problem 
domains where different experts could render different answers to the question of "which value 
of the last variable is the singular point situated exactly on the boundary between two zones." 
Thus the claims are neither useful, tangible, or concrete and are therefore nonstatutory under 35 
U.S.C. 101. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

9. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tomita, "Assessing a 
text-critical database using AI techniques", 1996 in view of Tzes et aL, "Genetic-Based Fuzzy 
Clustering for DC-Motor Friction Identification and Compensation", 1998, and further in view of 
Botieldooren et al. 9 "Fuzzy models for accumulation of reported community noise annoyance 
from combined sources", 2002. 

Regarding claim 1 . Tomita teaches a method of decision making by an expert system in the 
absence of clearly identifiable rules {see §Stage 2: Knowledge Elicitation and Representation, 
"the decision process by copyists can be very complicated, for there can be multiple factors for 
their consideration, some of which could be weighed differently and others could give 
contradicting desires. Thus it is necessary to measure the probabilities in all the possible ideas 
that contribute to the decision whether or not to supply an accidental at the very spot on the 
stave. By taking the approach of neuro-scientific model of simulating the decision making 
process, our example can be represented in the form of neural connections"), according to which 
the system, comprising the steps of: establishing decision making rules comprising at least two 
variables for each of which at least one limit is not strict (i.e., where conditions on the variable 
value thresholds may be violated) {see EXAMPLE 2: THE DECISION MAKING MODEL IN 
THE FORM OF NEURON, Examiner interprets the input "factors " to be variables with no 
strict limits.); deducing a decision from the set of rules {see EXAMPLE 2: THE DECISION 



Application/Control Number: 10/532,818 Page 7 

Art Unit: 2121 

MAKING MODEL IN THE FORM OF NEURON, Examiner interprets each rule to be a 
neuron.), 

Tomita does not disclose determining for each parameter of a compensatory condition, at least 
one particular point belonging to a compensation boundary connected with the parameter; and 
deducing the value of the parameters for the set of rules used to deduce the decision. 

Tzes et al do teach determining for each parameter of a compensatory condition, at least one 
particular point belonging to a compensation boundary connected with the parameter (see p. 471, 
col. 2 to p. 472, col. 1, "the spikes shown in Fig. 10 at the boundaries of the region 
corresponding to the boundary lubrication regime ... "); and deducing the value of the 
parameters for the set of rules used to deduce the decision {see p. 465, col. 2, "The solution in 
this research is reflected by the parameter values (genes) in the 4J-dimensional string 
(chromosome)."). 

However, neither Tomita nor Tzes et al teach asking questions to allowing the system to 
introduce a compensation condition into the non-clearly identifiable rules. 

Botteldooren et al do teach asking questions to allowing the system to introduce a compensation 
condition into the non-clearly identifiable rules {see p. 1496, col. 2, "It makes sense to use the 
opinion of the public as a guideline for this aggregation.", Examiner interprets "aggregation" to 
be a type of compensation and "the opinion of the public " to be the result of asking questions in 
public opinion surveys.). 

It would have been obvious at the time the invention was made to persons having ordinary skill 
in the art to combine Tomita with Tzes et al to fine-tuning model parameters through a genetic 
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algorithm which minimizes a system modeling relevant functional. It would have, further, been 
obvious at the time the invention was made to persons having ordinary skill in the art to combine 
Tomita with Botteldooren et al to provide a way to treat noise in the expert system based on a 
known, in context, rating of annoyance by particular sources. 

10. Claim 10 rejected under 35 U.S.C. 103(a) as being unpatentable over Tomita in view of Tzes 
et al and Botteldooren et al and further in view of Pal et al, "Fuzzy Rule Extraction From 
ID3-Type Decision Trees for Real Data", 2001. 

Regarding claim 10. Tomita teaches a method of decision making by an expert system in the 
absence of clearly identifiable rules. Tomita does not teach a rule base that corresponds to a 
decision tree. Pal et al teach a rule base that corresponds to a decision tree {see Abstract). It 
would have been obvious at the time the invention was made to persons having ordinary skill in 
the art to combine Tomita with Pal et al to get a tree with less redundancy and hence a smaller 
rule-base. 



Correspondence Information 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Nathan H. Brown, Jr. whose telephone number is 571-272- 8632. The 
examiner can normally be reached on M-F 0830-1700. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Anthony Knight can be reached on 571- 
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272-3687. The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions 
on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). ^ /? 
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Supervisory Patent Examiner 
Tech Center 2100 



Nathan H. Brown, Jr. 
August 30, 2006 



